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Application/Control Number: 1 0/566, 1 5 1 Page 2 

Art Unit: 3676 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) because 
reference character "1" has been used to designate both the wellbore and the "earth formation 
layer". 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: no label "4" appears 
in Figure 4, as set forth in the specification in page 11, lines 10-20. 

3 . Corrected drawing sheets in compliance with 3 7 CFR 1 . 1 2 1 (d) are required in reply to 
the OfRce action to avoid abandonment of the apphcation. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

4. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of canying out his invention. 

5. Claim 4 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 
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While providing antecedent basis for the abbreviations or acronyms(?) set forth in the 
Markush grouping of claim 4, for example in page 5, line 24 - page 6, line 26, the specification 
is deemed lack sufficient enablement insofar as it is not clear what any of these abbreviations or 
acronyms represent. More specifically, the generic terminology preceding these abbreviations 
does not appear to coincide with the abbreviations. For example, while "styrene butadiene 
copolymer rubber" could reasonably be construed as comprising "(SBR)", it is not clear how 
"(BUR)" comprises or coincides with "brominated butyl rubber". What does "11" stand for? 
Similarly, "(EPM and EPDM)" does not directly correspond to "Ethylene Propylene Rubber"; 
"neoprene rubber" does not directly correspond to "(CR)"; "Fluorsilicone (should be 
Fluorosilicone?) Rubber" does not directly correspond to "(FVMQ)"; and so on. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 4 and 8-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Insofar as it is not clear what the abbreviations in claim 4, such as "NBR" comprises, as 
noted above in Para 5), claim 4 is fiirther deemed indefinite. 

Regarding claims 8 and 10, the phrase "for example" and/or "preferably" renders the 
claim indefinite because it is unclear whether the limitation(s) following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 

Claim 9 is deemed indefinite with respect to all of the terms and chemical symbols which 
have been placed in parenthesis, such as "(M-CH3C00)" and "(M-HC03)". In this regard, it is 
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not clear whether such terms or symbols comprise positively-recited claim steps or limitations, 
especially since a further definition of the term(s) "M is a metal selected from the group of 
metals of the periodic table" does not appear in parenthesis. 

8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed pubUcation in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 1-12, 15 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Otsuka (5,290,844). 

Otsuka (note col. 2, lines 1-47; col. 3, lines 40-68; col. 5, line 19 - col. 6, line 18) 
discloses a system and method for sealing spaces comprising a shaped and vulcanized body 
which swells in the presence of water. Such shaped and vulcanized body comprises a polymer 
matrix material which includes one or more water-swellable compounds within such polymer 
matrix, such as the component or compound (C) and/or (G). While no specific well application 
or use is explicitly set forth in Otsuka, it is fiirther noted that the shaped and vulcanized body, 
also referred to as a "water stop", may be used in myriad applications, including "civil 
engineering" , "prevention of water leakage through the joints in the shield tunnel works", and 
"water-retaining material in agriculture". Thus, it is deemed that the shaped and vulcanized body 
of Otsuka is capable of use in a wellbore, especially in view of the reference to civil engineering 
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applications; and with the particular application of "prevention of water leakage" in tunnels and 
other earthen environments making it likely that at least a portion of such water leakage will 
comprise "formation" water. It is further deemed, with respect to claim 1, that since the shaped 
and vulcanized body of Otsuka appears to correspond to the recited vulcanized "swellable body" 
in overall composition, it will inherently or necessarily fiinction in the noted civil engineering 
and/or agriculture application(s) by allowing osmosis of the encountered water into the body 
while maintaining the presence of the swellable material within the overall polymer matrix, as 
called for in claim 1. 

As per claim 2, the compound (C) and/or (G) does not appear to subsequently move or 
separate out of the emplaced shaped and vulcanized body; hence the surrounding polymer matrix 
appears "impermeable" to the compound(s). 

As per claims 3 and 4, the resulting polymer matrix is formulated from an elastomer, 
such as one or more of the rubber compounds recited claim 4. 

As per claims 5 and 6, the components or compounds (C) and/or (G), noted above, 
comprise particles which appear uniformly dispersed in the polymer matrix. 

Similarly, after the final vulcanization step in the overall process of preparing such 
shaped and vulcanized body, the components or compounds (C) and/or (G) become "embedded" 
in the polymer matrix, as called for in claim 7. 

As per claims 1 1 and 12, the additional well structure recited is noted, however, such 
limitations still do not appear to require or positively recite any actual combination of the 
swellable body or system of claim 1 with a well, wellbore and/or associated structure. Hence, 
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the system or swellable body of claim 1 is still deemed capable of use in a wellbore, in view of 
the myriad applications set forth, including civil engineering applications. 

As per claims 14 and 15, as noted above with respect to claim 1, Otsuka discloses use of 
the shaped and vulcanized body in civil engineering appUcations. In using and/or emplacing the 
shaped and vulcanized body of Otsuka in a civil engineering environment, especially for 
preventing leakage around tunnels, it is deemed at least a portion of the water encountered will 
inherently or necessarily comprise "formation" water, e.g., due to a nearby aquifer, and with 
such formation water encountered may be fairly characterized as "saline", depending on the 
actual earthen or tunnel environment actually encountered. 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

1 1 . Claims 8-10 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

12. Claim 13 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 

any intervening claims. 

13. Claims 16 and 17 are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GEORGE SUCHFIELD whose telephone number is (571)272- 
7036. The examiner can normally be reached on M-F (6:00 - 2:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer Gay can be reached on 571-272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Gs 

October 3, 2008 

/GEORGE SUCHFIELD/ 
Primary Examiner, Art Unit 3676 



